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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 11/5/04 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E] Claim(s) 3,5.6.8,9. 1 1. 13, 14. 16 and 23-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claim(s) 3.5.6.8,9. 1 1. 13. 14, 16 and 23-26 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected- to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 
Applicant's arguments filed 1 1/5/04 have been fully considered but they are not persuasive. 

Indeed, "The best mode requirement of 1 12 is not violated by unintentional omission of 
information that would be readily known to persons in the files of the invention. ... Known way 
of performing a known operation cannot be deemed intentionally concealed absent evidence of 
intent deliberately withhold that information." It just unpatentable, because it is old and well- 
known subject matter. 

The purpose of the best mode requirement is to "restrain inventors from applying for 
patents while at the same time concealing from the public the preferred embodiments of their 
inventions which they have in fact conceived," In re Gay, 309 F.2d 769, 772, 135 USPQ 311, 
315 (CCPA 1962); "only evidence of concealment + (accidental or intentional) is to be 
considered [in judging the adequacy of a best mode disclosure]. That evidence, in order to result 
in affirmance of a best mode rejection, must tend to show that the quality of an applicant's best 
mode disclosure is so poor as to effectively result in concealment." In re Sherwood, 613 F.2d 
809, 816-817, 204 USPQ 537, 544 (CCPA 1980). Also, see White Consol. Indus, v. Vega 
Servo-Control Inc., 214 USPQ 796, 824 (S.D. Mich. 1982), aff 'd on related grounds, 713 F.2d 
788, 218 USPQ 961 (Fed. Cir. 1983). See also MPEP § 2165 - § 2165.04. There are two factual 
inquiries to be made in determining whether a specification satisfies the best mode requirement. 
First, there must be a subjective determination as to whether at the time the application was filed, 
the inventor knew of a best mode of practicing the invention. Second, if the inventor had a best 
mode of practicing the invention, there must be an objective determination as to whether the best 
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mode was disclosed in sufficient detail to allow one skilled in the art to practice it. Fonar Corp. 
v. General Electric Co., 107 F.3d 1543, 41 USPQ2d 1801, 1804 (Fed. Cir. 1997); Chemcast 
Corp. v. Arco Industries, 913 F.2d 923, 927-28, 16 USPQ2d 1033, 1036 (Fed. Cir. 1990). "As a 
general rule, where software constitutes part of a best mode of carrying out an invention, 
description of such a best mode is satisfied by a disclosure of the functions of the software. This 
is because, normally, writing code for such software is within the skill of the art, not requiring 
undue experimentation, once its functions have been disclosed .... [F]low charts or source code 
listings are not a requirement for adequately disclosing the functions of software." Fonar Corp., 
107 F.3d at 1549, 41 USPQ2d at 1805. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 3, 5, 6, 8, 9, 1 1, 13, 14, 16, 23-26 are rejected under 35 U.S.C. 1 12, first 
paragraph, because the best mode contemplated by the inventor has not been disclosed. 
Evidence of concealment of the best mode is based upon there is subject matter described in the 
claims that is not supported by the specification (e.g. determining time available for the portion 
of the trip). It is unclear how the "calculation of a travel mode for the portion of the trip is 
made" and identifying a function to determine efficiency for the vehicle as a function of the 
operating point of the vehicle." 
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Drawings 

3. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the procedure for determining and 
calculating must be shown or the feature(s) canceled from the claim(s). No new matter should 
be entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Olga Hernandez whose telephone number is (703) 305-0918. 
The examiner can normally be reached on Monday through Friday from 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Black can be reached on (703) 305-8233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Olga Hernandez 
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